A Sensible Solution

By Christopher V. Carani

the physical and digital realm, can no longer be an afterthought. Consumers crave it. Consumers

F‘or consumers, the appetite for good design is insatiable. Innovative ornamental design, both in
_A___demand it. Businesses are fast at work striving to create functional products that have eye appeal.




From the design houses of New York City, to the sto-
ried industrial design firms of Chicago, to the cutting-edge
think tanks of Silicon Valley, the desire for effective and reli-
able design protection is at an all-time high. The need is
paramount as commerce continues to migrate from brick-and-
mortar stores (where consumers can touch and feel products)
to the Internet (where appearance reigns supreme).

With design protection at a premium, the existing juris-
prudential doctrines of “functionality” need better clarity.
“Functionality” is a general prohibition grossly applied
across the field of design intellectual property (IP), which
encompasses design patents, trade dress, and copyrights. It
is viewed as a way to prevent design rights from being used
to monopolize ideas or concepts, which is strictly the prov-
ince of utility patents. In design patent law, that prohibition is
tied to ornamentality; in copyright law, it is tied to the merger
doctrine; and in trade dress law, it is tied to nonfunctionality.
While the term “functionality” is often loosely used in each
of the three IP regimes. the policies and underpinnings for the
respective doctrines are quite different, and thus it is injudi-
cious to assume that they are interchangeable.

In design patent jurisprudence, there are two distinct con-
texts in which the notion of functionality arises. The first
context i as a matter of statutory compliance; here, the
inquiry regards the functionality (or as discussed below, more
appropriately the “lack of ornamentality”) of the overall
appearance of the claimed design. I will refer to this context
as “statutory functionality.” The second context arises in the
confines of claim construction (known elsewhere in the world
in the design context as the determination of the “scope of
protection.””) Attempting to hold true to the tenet that design
patents protect aesthetics and not function, courts have used
the claim construction process to (attempt to) identify and
factor out aside individual aspects of the claimed design that
are deemed to be functional. I will refer to this context as
“claim construction functionality.” The jurisprudence in both
contexts needs desperate attention.

In this article, I set out to: (1) generate a better awareness
of the distinction between the issues of statutory function-
ality and claim construction functionality; (2) establish that
the majority’s “dictated solely by” test for the distinct issue
of statutory functionality is the best approach, inasmuch as
it is consistent with the governing statutory framework and
sufficiently shields against the unwanted monopolization
of a functional ideas via design patents; and (3) explain the
wrongheadedness of the current legal trend on the issue of
claim construction functionality where courts are eliminat-
ing the appearance of so-called functional features from the
claimed design. Ultimately, [ offer an alternative approach
that is sensible, workable, and, hopefully, a unifying solution.

Statutory Functionality: The Tried and True Course

Let the Statute Guide the Way

The issue of statutory functionality asks whether the design
patent claim is eligible as statutory subject matter under the
“ornamentality” requirement of 35 U.S.C. § 171. A challenge
under § 171 is often referred to as a “functionality defense”
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(i.e., “Is the claimed design functional 7). However, to bet-
ter track the statute, the operative question should be phrased
more accurately a “lack of ornamentality defense™ (i.e.,
“Does the claimed design lack ornamentality?”). To better
understand why, it is helpful to consider the relevant statutory
framework for utility and design patents. Understanding this
interplay allows us to better appreciate the gatekeeper role of
ornamentality for design patents.

For utility patents, we look first to 35 U.S.C. § 101 for
what is eligible subject matter; for design patents, we look to
35U.S.C. § 171. Below is a side-by-side comparison of the
two governing statutes:

§ 101: Whoever invents or discovers any new and useful pro-
cess, machine, manufacture, or composition of matter, or any
new and useful improvement thereof, may obtain a patent
therefor, subject to the conditions and requirements of this title.

§ L71: Whoever invents any new, original and ornamental
design for an article of manufacture may obtain a patent there-
for, subject to the conditions and requirements of this title.

Notably, the terms “‘useful” and “ornamental” are positive
requirements necessitating an attribute (e.g., useful, ornamen-
tal). not negative requirements necessitating the absence of an
attribute (e.g., nonuseful, u()nomamental).I Thus, § 171 does
not require that the claimed design be “devoid of usefulness™;
in the same way, § 101 does not require the claimed invention
to be “devoid of ornamentality.”? The statutory framework
of the Patent Act rightfully recognizes that usefulness and
ornamentality are not mutually exclusive characteristics. The
statute comfortably accommodates the ideal that good design
seamlessly melds form and function.

Similar to the way § 101 does not specify a particular mini-
mum amount or degree of usefulness needed for compliance,

§ 171 does not specify a particular minimum amount or degree of
ornamentality. Instead, the gatekeeper requirements of §§ 101 and
171 simply necessitate that the claimed subject matter rs “vseful”
for utility patents, and is “ornamental” for design patents.

Constructing tests for determining how much usefulness
or ornamentality is needed to clear the statutory hurdles has
been left to the judiciary. Generally speaking, and with refer-
ence (o utility patents, the Supreme Court has interpreted the
subject matter provisions of the Patent Act to be wide-reaching
and inclusive, noting that the “subject-matter provisions of the
patent law have been cast in broad terms to fulfill the constitu-
tional and statutory goal of promoting ‘the Progress of Science
and the useful Arts” with all that means for the social and eco-
nomic benefits envisioned by Jetferson” Specific to design
patents, the Court in Bonito Boats, Inc. v. Thunder Craft Boats,
Ine. also articulated a broad standard for determining compli-
ance with the ornamentality requirement:

Since 1842, Congress has also made protection available for ‘any
new, original and ornamental design for an article of manufacture.”
35 U.S.C. § 171. To qualify for protection, a design must present
an aesthetically pleasing appearance that is not dictated by function
alone, and must satisfy the other criteria of patentabi]iiy.d'



Picking up on this general proclamation, the Federal Cir-
cuit has adopted a test that deems a design ornamental so
long as the claimed design is not “dictated solely by™ its func-
tion.” By framing the issue this way, the courts effectively
assume that a design has enough ornamental quality Lo pass
statutory muster, unless it is shown that the design is dic-
tated solely by its function. In other words, the test asks did
the designer exercise any independent judgment in arriving
at the design or was the overall appearance dictated solely by
the functional requirements of the design? For if the entire
appearance was preordained by the functional requirements
of the article of manufacturer, then, in fact, nothing was
designed and no patent reward should grant.®

Natably, a second strain of case law for determining statutory
functionality has emerged from Federal Circuit dicta. This sec-
ond strain secks to tackle statutory functionality by employing
a multifactor functionality test imported from trademark law.”
Specifically, the second strain states that when assessing statu-
tory compliance with the ornamentality requirement of § 171:

[Clonsiderations might include: whether the protected design
represents the best design; whether alternative designs would
adversely affect the utility of the specified article: whether
there are any concomitant utility patents; whether the adver-
lising touts particular features of the design as having specific
utility; and whether there are any elements in the design or an

overall appearance clearly not dictated by function.®

This multifactored trademark approach is neither doctrin-
ally nor practically consistent with the prevailing “dictated
solely by” design patent ornamentality standard: it is not a
good fit in the design patent context and should be cast aside.
First, the length of potential term of protection for trademarks
is significantly longer than for design patents, thus warrant-
ing a more difficult standard for trademark rights; trademarks
are potentially entitled to a perpetual term, whereas design
patents are given a maximum term of 14 years.” Second, the
multifactored trademark approach goes well beyond the sim-
ple and express language of the statute (i.e., “is the design
ornamental?”). Third, by considering something that is the
“best design” as a strike against patentability, the multifac-
tored trademark approach is counter to the constitutional goal
of incentivizing and rewarding (presumably good) design.
Fourth, the multifactored trademark approach with its sweep-
ing considerations injects unwanted uncertainty into the
analysis, Fifth, the multifactored trademark approach disqual-
ifies design protection beyond that needed to shield against
the concern of monopolizing functional ideas and thus has the
potential to thwart the progress of design.

Although it appears that the multifactored trademark
approach has gained some traction, the vast majority of courts
still continue to appropriately employ the “dictated solely by”
test for statutory functionality.

Alfernative Designs: Dispelling the Monopoly Boogie Man
With the “dictated solely by its function” test in place, the
operative question becomes how does one establish that

a design is not dictated solely by its function? According

to prevailing Federal Circuit case law, proof of alterna-

tive designs is decisive evidence that a design is not dictated
solely by its function.'” The Federal Circuit has adopted and
confirmed this logic:

We apply a stringent standard for invalidating a design patent on
grounds of [unctionality: the design of a useful article is deemed
functional where the appearance of the claimed design is dictated
by the use or purpose of the article. [T |he design must not be
governed solely by function, i.e., that this is not the only possible
Jform of the article that could perform iis_fmz('!inn.l \

While not typically used stateside, this approach is
employed, and referred to, elsewhere in the world as the mul-
tiplicity of forms approach.'? In practice, it is true that the
multiplicity of forms approach is quite easily met, and as
explained below this is sensible given the consideration at
play: most articles of manufacture, even highly functional
items, can take on many others forms and still perform their
intended function. Accordingly, the risk that functional ideas
are monopolized through design patents is quite low. For
example, while a chair certainly is a functional item, a quick
pass down the halls of your office will reveal a variety of
chair designs—each sufficiently ornamental to satisty the
threshold gatekeeper requirement of § 171. Whether furni-
ture, footwear. consumer electronics, hand tools, or medical
devices, skilled designers can almost always redesign the
appearance of the item while maintaining the required func-
tional attributes.'® Simply put, conjuring up alternative
designs is a fundamental skill of their profession.

So while the desire to guard against monopolizing func-
tional ideas through design patents is certainly sound policy,
practically speaking, it is a bit of a boogie man. The actual
risk of monopolizing functional ideas through design pat-
ents is slim. This reality is supported by the fact that there are
rarely lack of ornamentality rejections during USPTO exam-
ination, and only one published opinion from the Federal
Circuit concluding that a design patent was invalid for failure
to satisfy the ornamentality requirement of § 171.1*

The current prevailing approach, which uses alterna-
tive designs to determine ornamentality, wisely side-steps
the hairy task of deciding whether a design is “ornamental
enough.” The approach recognizes the reality that “beauty is
in the eye of the beholder,” and thus it is futile for the law to
qualitative assess ornamentality, including the relative merit
of design movements such as art Bauhaus, functionalism, art
deco, minimalism, maximalism, etc.” At the same time, the
approach provides sufficient safeguards against the rare, but
still unwanted. backdoor monopolization of functional ideas
through design patent protection. Lastly, this approach leaves
the door amply open to accommodate the boundary-pushing
creativity of the world of design.

Christopher V. Carani is a shareholder at the IP law firm of
McAndrews, Held & Malloy, Ltd. in Chicago, where his practice
focuses on design IP law, which regards the protection and
enforcement of designs using design patents, trade dress, and 3D
copyrights. He can be reached at ccarani@mcandrews-ip.com.
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Ornamentality of Overall Claimed Design Drives

the Statutory Functionality Inquiry

The statutory functionality inquiry does not, and should not,
examine the ornamentality of individual portions of a claimed
design. After all, rights are not extended to portions of a
claimed design; the only protection is for what is claimed,
namely, the overall appearance of what is depicted in the draw-
ings in solid lines.'"® Accordingly, the statutory functionality
inquiry rightfully focuses on whether the overall appearance
of the claimed design as a whole is dictated solely by its func-
tion."” This holistic approach is consistent with other tests in
design patent jurisprudence, including those for infringement,
novelty, and nonobviousness, which use the overall appear-
ance of the design as their guiding principle.

Note that when 1 refer to the design’s overall appearance, |
am referring to the overall appearance of the claimed design,
not the overall appearance of the article of manufacture. As
shown in figure 1, often the statutory functionality inquiry
hinges on the scope of the design being claimed.

Figure 1

In figure [ A, only the key head (i.e., the monkey head-shaped
handle) is shown in solid lines and thus claimed. The key blade
portion (i.e., the portion to be inserted into a mating keyhole)
is shown in dotted lines and thus disclaimed. In figure 1B, the
entire key is claimed including its key head and key blade. In
figure 1C, the key head is disclaimed and only the key blade is
claimed. As noted above, when assessing statutory functionality,
the operative question is whether the overall appearance of the
claimed design is dictated solely by its function.

In figure 1A, the claimed design should pass “ornamental-
ity” muster under § 171 because the design cannot be said to
be dictated by its function. A key head can operate without
having the same overall appearance as the key head claimed in
figure 1A. Unquestionably, the key head could take on different
appearances (a lion head? a different looking monkey head?).

Similarly, in figure 1B, where the combination of the key head
and key blade are claimed, the overall claimed combination also
cannot be said to be dictated solely by function. Here again, by
modifying at least the shape of the key head, the overall appear-
ance of the claimed combination is also necessarily modified.

In figure 1C, however, where only the key blade is
claimed, there may be no alternative designs for this claimed
portion. Assuming that the key blade is intended to access a
specific key hole, and that no alternative appearances could
achieve that function, the claimed design will not satisfy the
ornamental requirement of § 171.
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The results in each of these three examples are consis-
tent with the legitimate policy concern of preventing the use
of design patents to protect functional ideas. Specifically,
providing design patent protection to figure 1C would pro-
vide an impermissible monopoly over the key blade, if it can
only exist in a single form.'® In contrast, in figure 1B, when
the ornamental key head is combined with the key blade,
alternative designs for the key exist; any concerns about
monopolizing the functional key blade are eliminated.

Once we better understand the multiplicity of forms
approach, we can better focus our patent prosecution strat-
egies to hedge against statutory functionality issues. For
example, if design and utility applications are being filed on
a single product, consider including figures showing alter-
native designs in the utility patent application, or even using
more abstract block figures, rather than the same figures from
the design patent application. When the identical design pat-
ent figures are used in the utility patent application, right or
wrong, there is the potential unwanted appearance that every-
thing in the design patent figures is tied to the functional
considerations disclosed in the utility patent application.
Note, if you do include alternative designs in your utility pat-
ent application figures, be aware that failure to prosecute
those designs in separate design patent applications poten-
tially could result in prosecution history estoppel.'”

As a further example, if you are prosecuting a design
patent application directed at an isolated portion of a product
that may be questionably ornamental (e.g., a key blade),
consider prosecuting additional claims where that subject
matter is bundled with other portions of the article of manu-
facture that are decidedly more “ornamental” (see fig. 1B).
Again, the operative question for statutory functionality is
whether the overall appearance is dictated by its function,
not the functionality of individual elements of the claimed
design. As a crude rule of thumb, the more you claim (in
solid lines), the greater chance you have to overcome a
statutory functionality challenge.

Because design patents are only entitled to one claim, this
multiclaim approach may necessitate filing multiple patent
applications (unless the varying claim scopes are considered
patentably indistinct and can be maintained in the same appli-
cation). However, to achieve a strategic and effective design
patent portfolio, design patent applicants should not shy away
from filing multiple applications. (i.e., multiple claims). Ask
yourself, how often have you have seen a one-claim uzility
patent? The answer is most likely rarely, if ever. One of the
main reasons for having multiple claims in utility patents is
that they hedge against the inherent difficulties in predicting
ex ante the contours of the prior art (for validity) and nuances
of accused products (for infringement). This same multiclaim
approach should be employed for an effective design pat-
ent prosecution strategy, and also to hedge against findings of
lack of ornamentality.

In sum, with respect to statutory functionality, the nomen-
clature used in the case law has facially drifted away from
the statute’s express language. But, that drift can be righted
by the Federal Circuit making clear that the prevailing mul-
tiplicity of forms approach should be employed exclusively.



This approach (1) stays true to the language of the statute and
spirit of a subject matter eligibility provision, (2) adequately
safeguards against using design patents to monopolize func-
tional ideas, and (3) brings reasonable and desirable certainty
to an otherwise grey area of the law. The Federal Circuit
looks to have charted the right course.

Claim Construction Functionality:

Lost at Sea but Land in Sight

The second context where the issue of functionality enters
design patent jurisprudence has been in the area of claim con-
struction. Thanks to express guidance from § 171 and the
Bonito Boats Court, statutory functionality jurisprudence
fairly speaking has stayed on target coalescing around a sin-
gle (sensible) approach—the multiplicity of forms approach.
In contrast, claim construction functionality is currently lost
at sea.”” A new course for claim construction functionality
needs to be charted to properly realign the doctrine with its
initial purpose.

Claim construction functionality is not solely an issue for
infringement, despite the fact that it almost exclusively rears
its head in that context. As we know from the more developed
utility patent case law on claim construction, it is axiomatic
that the same claim construction that is used for infringe-
ment also must be used for \-'alidity.21 Thus, the doctrine of
claim construction functionality has wide-reaching ramifica-
tions and thus the governing principles of its application must
be well-defined. As explained herein, while there is currently
great confusion in the jurisprudence on claim construction
functionality, the good news is that rerouting the course is
accomplishable through judicial clarification, rather than
overruling precedent.

When employed correctly, claim construction function-
ality can be accomplished with adherence to the principle
that design protection is directed to the overall appearance
of the claimed design and further that such protection does
not extend to any functional attributes, concepts or charac-
teristics embodied in the claimed design. When employed
incorrectly, instead of excepting functional attributes, con-
cepts or characteristics from protection, courts often use
claim construction to coarsely lop off visual features,
elements and portions from the claimed design that are con-
sidered “functional.” The correct approach maintains the
sanctity of the claimed design; the incorrect approach cor-
rupts it. The Federal Circuit should provide clear guidance
that while design patents do not protect functional attri-
butes, concepts or characteristics, they do protect the overall
claimed appearance, which is inclusive of all constituent
visual features, elements and portions. No attempt should be
made to factor out visual features, elements and portions of
a claimed ornamental whole. Without this fundamental tenet
firmly in place, design patent jurisprudence will continue to
operate in a state of confusion.

By way of example, take the trunk?? in figure 2 that
includes a lock to secure the trunk’s lid. As a matter of claim
construction, the fact that the trunk is lockable (i.e. a func-
tional attribute) should be wholly irrelevant to the design
patent claim’s scope of protection.

Figure 2

But while this functional attribute of the trunk should be of
no moment, the lock’s depicted shape, size, and spatial relation-
ship as it relates to the remainder of the trunk is claimed and thus
part of the design’s scope of protection. This should be true even
if the lock’s visual appearance were purely functional (which it
is clearly not), because the depicted lock is but a portion of an
ornamental claimed whole.” Regardless of whether the lock
is functional or even purely functional, no attempt should be
made to dissect out the appearance of the lock. Notably, with
respect to utility patent claims, no effort is undertaken to iden-
tify and dissect out ornamental elements.?* The same should be
true with respect to design patents and functional elements—no
effort should be made to identify and dissect out any functional
elements. In both contexts, the patent protects the overall claim
as issued, not the claim’s constituent elements in isolation. But
yet this methodology, which I will refer to as the point of orna-
mentality approach, is precisely what many district courts have
been doing as they attempt to identify and limit design patents to
ornamental design elements.®

Design patent claim construction methodology that pur-
ports to separate functional and ornamental elements of the
overall claimed design is wrongheaded. Like the now defunct
point of novelty approach (which sought to separate out new
and old elements),”® the point of ornamentality approach
(which seeks to separate out ornamental and functional ele-
ments) conflicts with the tenet that a design patent protects
the overall appearance of the claimed design, and is fraught
with logistical problems. Instead, claim construction func-
tionality concerns could be addressed with an instruction to
the fact-finder (whether judge or jury) that design patents
only protect the appearance of the overall design depicted in
the drawings, and not any functional attributes, purposes or
characteristics embodied in the claimed design.

Origins of Claim Construction Functionality

Doctrine and Point of Ornamentality Approach

To understand the current state of confusion,” it is important to
appreciate the historical evolution of the claim construction func-
tionality doctrine and the point of ornamentality approach.®

Lee v. Dayton-Hudson (1988)

The origins of the claim construction functionality doctrine
fairly can be traced back to the 1988 decision in Lee v. Day-
ton-Hudson Corp.* There, the plaintiff-patentee had secured a
design patent on a hand-held massage device (see fig. 3). The
plaintiff-patentee argued that his design patent covered *“a mas-
sage device wherein an elongated handle has two opposing
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balls at one end, and that the patent is perforce infringed by a
massage device with that general configuration."

Patented Design

Accused Design

Figure 3

In explaining its holding of noninfringement, the Federal Cir-
cuit explained that the design patent did not protect the general
functional concept of combining an elongated handle that has two
opposing balls at one end to form a handheld massage device.
It noted that infringement could not be premised upon the gross
conceptual similarity between the patented and accused designs.
The Lee Court concluded that “[d]esign patents do not and can-
not include claims to the structural or functional aspects of the
article.™*! When placed in context, the Lee Court use of the term
“aspects” refers to functional attributes, purposes or characteris-
tic; it was not providing instructions to factor out visual fearures,
elements or portions of the overall claimed design. Appropri-
ately, the claimed design was limited to the specific expression
of the functional concept as set forth in the patent drawings. Sig-
nificantly, the court did not employ a point of ornamentality
approach going through an element-by-element analysis for each
component (i.e., “Is the handle functional?” “Are the massage
balls functional?”"). Thus, the core teaching of Lee is simple and
straightforward: design patents do not protect general concepts;
they protect appearances of a concept as specifically depicted in
the design patent drawings. As will be shown below with later
case law, however, the Lee Court’s use of the phrase “functional
aspects” for tunctional artributes, purposes or characteristics soon
drifted into meaning eliminating functional features, elements or
portions of a claimed design. And tfrom this word choice, the seeds
for the point of ornamentality approach were sown.

Elmer v. ICC Fabricating (1995)

In Elmer v. ICC Fabricating, Inc., it was the design
patentee (not the accused infringer) who argued that two
elements depicted in its design patent drawings for a vehicle
sign, namely, lateral support ribs and an injection molding
protrusion, should be factored out of the claim because the
elements were “functional” (see fig. gy
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Injection Molding
Protrusion

Lateral Support Rib

Figure 4

This was a convenient argument for the patentee because
the accused product was missing these elements. Although it
acknowledged the functional nature of these two elements,
even pointing to detailed descriptions of the elements’ func-
tion in a corresponding utility patent, the Federal Circuit flatly
rejected the argument that the design patent claim should be
construed to factor out the appearance of these elements.™ The
court pointed out that the depicted elements could have been
disclaimed from the claimed design during prosecution had
they been reduced to dotted lines. Instead, the elements were
depicted in solid lines and thus contributed to, and were part
of, the claimed overall design.* Thus, Elmer stays true to the
notion that the claimed overall appearance, including all con-
stituent elements, whether ornamental or functional, is what
a design patent protects. The Elmer rightly rejected the temp-
tation to tinker with the overall claimed design by factoring
out so-called functional elements. Simply put, if an element is
shown in solid lines it is part of the overall claimed design.

OddzOn Products v. Just Toyz (1997)

In OddzOn Products, Inc. v. Just Toyz, Inc., however, the seeds
for the point of ornamentality approach that were planted in
Lee did take root.”> Ambiguous usage of terms like “aspects,”
“general features,” and “elements.” are mainly to blame. As
shown in figure 5, QddzOn regarded a design patent directed to
a football-shaped toy having a tailshaft and fins.

Figure 5

The Federal Circuit began its opinion by affirming the district
court’s holding that the claimed design passed statutory func-
tionality muster, as the claimed design’s overall appearance was
not dictated solely by its function. In the context of discussing
obviousness, and after noting the existence of several other alter-
native designs, the court sustained the validity of the patent:



Because the presence of a tailshaft and fins has been shown to
be necessary to have a ball with similar aerodynamic stability
to OddzOn’s commercial embodiment, such general fea-
tures are functional and thus not protectable as such. . . . The
existence of prior art simply showing a ball with a tailshaft
and fins, without more, is not sufficient to render the pat-
ented design obvious. . . . Because none of the prior art cited
by Just Toys exhibits ornamental characteristics that are the
same as or similar to OddzOn’s design, we conclude that the
district court did not err in holding that the cited references
would not have rendered the patented design obvious.*®

Up until this point, the opinion appears sound as it
excludes from protection “general features” of the design (i.e.
attributes, purposes or characteristics). Then, in the context
of infringement, the OddzOn court makes its crucial mis-
step by stating that ““[a] design patent only protects the novel,
ornamental features of the patented design.”*” The court fol-
lowed up that statement by adding: “Where a design contains
both functional and non-functional elements, the scope of the
claim must be construed in order to identify the non-func-
tional aspects of the design as shown in the patf:nt.”38

Based on both its statutory functionality and nonobviousness
holdings, it appears that the OddzOn court clearly appreciated
the fundamental distinction between unprotectable functional
attributes of a claimed design (e.g., the general concept of a foot-
ball-shaped toy with tailshaft and fins), and protectable overall
ornamental appearances (e.g., the specific overall claimed design
which is shown in the patent figures). Note, in parts of the opinion,
the court, citing Lee, rightly refers to the unprotectable functional
attributes as “general features.” However, the court later uses less
qualified terms like “aspects” and “features.” As a result of these
word choices, courts since QOddzOn as part of claim construc-
tion have been wrongly divvying up design patents into perceived
ornamental and functional features, elements and portions.

Bluntly, no matter how many times it is repeated in the case
law that “a design patent only protects the novel, ornamental
Sfeatures of the patented design,” the OddzOn sound bite is still
fundamentally wrong. It is unassailable that a design patent does
not protect contitutent elements of a claimed design, but rather
protected the patented whole. Further, it is a truism that even if
all constituent elements of a design are old, the overall appear-
ance of the assemblage of those old elements can constitute a
patentably novel design.*® Similarly, even if all constituent ele-
ments of a design are functional (even purely functional), the
overall appearance of the assemblage of those functional ele-
ments can constitute a patentably ornamental design. Because
design patents protect the overall claimed appearance, the indi-
vidual novelty or ornamentality of the design’s elements are
irrelevant. An element-by-element assessment of ornamentality
is not needed and contrary to the governing principles of design
law. The Federal Circuit can make this point clear by clarifying
that the word choices ““functional aspects™ refers to functional
attributes, purposes or characteristics and not visual features,
elements or portions of a claimed design that possess functional
attributes, purposes or characteristics.

Egyptian Goddess v. Swisa (2008)

In Egyptian Goddess, Inc. v. Swisa, Inc., the en banc Fed-
eral Circuit made great strides toward improving design patent
jurisprudence by eliminating the problematic point of novelty
test and laying down a general rule discouraging courts from
issuing claim constructions that verbally describe design
patent claims.* The specific issue of claim construction func-
tionality was not before the en banc court and was not briefed
by the parties or the many amici curiae. Nevertheless, in
addressing the general issue of claim construction for design
patents, the Egyptian Goddess court, quoting the poorly
worded OddzOn passage, suggested ways a trial court might
assist the fact finder on issues that bear on patent scope. One
suggestion was to distinguish “between those features of the
claimed design that are ornamental and those that are purely
functional ! Apparently to track the stringent “dictated
solely by” approach for statutory functionality, the en banc
court inserted the modifier “purely” before the word “func-
tional **? While this modifier logically should greatly reduce
the amount of so-called functional elements that courts might
identify and excise, by citing OddzOn, the problematic point
of ornamentality approach, whether intentionally or not, was
further engrained in the case law. Significantly, and despite
the citation to Oddzon, the point of ornamentality approach
was not employed in Egyptian Goddess. In the opinion, there
was no effort to exclude from protection the appearance of
features of the design patent’s claimed design that possess
functional attributes, such as the finger nail buffer’s buffing
pads, square cross-section, and hollow core.

Richardson v. Stanley Works (2010)

A few years later, and picking up on the loose language of
0ddzOn and Egyptian Goddess, the Federal Circuit in Rich-
ardson v. Stanley Works, Inc. more directly addressed the
claim construction functionality issue.** There, the plaintiff-
patentee asserted that U.S. Patent No. D507,167 (the * 167
patent) was infringed by certain Stanley carpentry tools (see
fig. 6). After a bench trial, the district court found that none of
the Stanley accused products* infringed the *167 patent.*’

Patented Design

Accused Design

Figure 6

Similar to the holding in Lee, the district court, as part of
claim construction, concluded that the 167 design patent did
not provide a monopoly to the patentee for the general func-
tional concept of combining a hammer-head, jaw, handle, and
crow-bar in a single tool. The district court did not eliminate
any visual features from the claimed design. To the contrary, all
visual features were maintained: “The ‘167 patent does protect
the ornamental aspects of Richardson’s design, which include,
among other things, the standard shape of the hammer-head, the
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diamond-shaped flare of the crow-bar and the top of the jaw, the

rounded neck, the orientation of the crow-bar relative to the head
of the tool, and the plain, undecorated handle.” Thus, the district

court rejected a point of ornamentality approach.

On appeal, the Federal Circuit affirmed the district court’s
claim construction and finding of noninfringement. In explain-
ing its claim construction affirmance, the court used awkward
language that some might interpret as endorsing the point of
ornamentality approach. Citing OddzOn and Egyptian Goddess,
the Richardson court held that as part of design patent claim
construction, a court is required to “separate” a design patent’s
overall design into “purely functional” elements and “ornamen-
tal” elements, and then “factor out” (or “discount’) the former as
unprotectable portions of the claimed design.*® Specifically, the
Richardson court, as part of claim construction, stated: “Rich-
ardson’s multi-function tool comprises several elements that are
driven purely by utility. As the district court noted, elements such
as the handle, the hammerhead, the jaw, and the crowbar are dic-
tated by their functional purpose” (see fig. 7).’

‘ |__— hammer-head
i -
1l |l

(4) crow-bar

Figure 7

The Richardson court stated that these “‘purely functional”
elements were properly “factored out” from the protected
design as part of claim construction. On its face, the court’s
conclusion could be interpreted as leading to a bizarre result.
Visually, and using broken lines to depict the “factored out”
elements of the design, it can be illustrated by figure 8 (begin-
ning with the USPTO’s issued claim on the far left, and ending
with the construed claim on the far right). Once factoring out is
completed, it is entirely unclear what, if anything, is left. Using
the point of ornamentality approach, the scope of the claim
is altered to the point that it is effectively unenforceable. As
explained below, this approach is wrongheaded.

By affirming the district court’s claim construction (which
rejected a point of ornamentality approach), but then using
words that seemingly endorse a point of ornamentality approach
(and that contradict the district court’s opinion), the Richardson
court ramped the confusion up to a fever-pitch.

‘Hammer-head Jaw

D'167
as Issued

discarded as discarded as
_"functional”

“functional”

Point of Ornamentality Approach Should Be Abandoned
In an attempt to curb the cascade of the flawed case law,
below are five reasons why the point of ornamentality
approach should be abandoned.

It Is Inconsistent with the Principle That Design Protects
Overall Appearances

One of the central holdings of Egyprian Goddess is that words
are ill-equipped to describe design claims, and thus as a gen-
eral rule verbal descriptions should not be used to define design
claims, Instead, the drawings should control. The point of orna-
mentality approach, however, by requiring a verbal description
of the claimed design’s protectable ornamental elements,

runs directly afoul of this principle; the point of ornamental-

ity approach sends us backward to a pre-Egvptian Goddess

era where problematic verbal descriptions were the norm.
Whether for defining the entire overall appearance as required
pre-Egyptian Goddess, or for defining those elements deemed
ornamental under the point of ornamentality approach, verbal
descriptions of visual appearances is problematic.

Verbal descriptions risk placing undue emphasis on those
listed elements rather than the overall appearance, which is
subject matter of the right granted.* Further, the Egyptian
Goddess court explained, Verbal descriptions are most often
either too broad or too narrow to fully capture design. While
words are at times capable of listing some, or even all, of
the individual elements of the drawings, they are simply ill-
suited for communicating the “controlling consideration” of
a design patent claim—the overall appearance, including the
relative and spatial relationships of each and every solid line
in the claim. :

Moreover, when verbalizations are employed to capture
the claim and a list of elements is set forth, the verbal-
izations may inaccurately convey that the listed elements
all have an equivalent effect on the eye. Even if the court
were to include words to emphasize the relative predomi-
nance of certain elements of the design (i.e., major, minor,
etc.), the court would be improperly substituting its percep-
tion for that of the trier of fact. In reality, depending on the
fact finder, the eye may very well focus on certain elements
of the drawings and minimize others. Thus, inasmuch as
design patents are claimed with drawings, the only effective
means by which to communicate each and every element of
the claimed design are the drawings. The best description of
the drawings is the drawings themselves.

As an overarching theme, design patent discourse should
move away from element-by-element utility patent speak and

Handle @ Crowbar
discarded as discarded as
“functional" _ “functional"

D'167 as
construed

Figure 8
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refocus on the actual protected right—the overall appearance
of the claimed design. As the U.S. Court of Customs and Pat-
ent Appeals succinctly stated: “[A] design is a unitary thing
and all of its portions are material in that they contribute to
the appearance which constitutes the design.”*’

Design, in the view of the patent law, is that characteristic of a
physical substance which, by means of lines, images, config-
uration, and the like, taken as a whole, makes an impression,
through the eye, upon the mind of the observer. The essence of
a design resides, not in the elements individually, nor in their
method of arrangement, but in the tout ensemble—in that inde-
finable whole that awakens some sensation in the observer's
mind. Impressions thus imparted may be complex or simple;
in one a mingled impression of gracefulness and strength, in
another the impression of strength alone. But whatever the
impression, there is attached in the mind of the observer, to
object observed, a sense of uniqueness and character,™”

Thus, a design patent protects the overall effect of all of
the depicted design elements, whether such elements are new
or old, functional or ornamental, significant or insignificant.*!
Because it is the overall appearance that is protected, the
traits and substance of any individual elements are irrelevant.
It is a fallacy of the point of novelty approach that func-
tional elements reside in isolation. To the contrary, the visual
appearance of every functional element impacts, and interacts
with, the remainder of the design.

That a particular portion of a design is functional, even
if purely functional, should not matter. Protection should
extend to the entire overall appearance (including all con-
tributing elements), so long as the overall appearance is not
purely functional (i.e., “ornamental”). Indeed, the combina-
tion of two functional elements, even two purely functional
elements, can yield an ornamental design; ornamentality can
reside in the spatial relationships of the elements, the relative
sizes of the elements. etc. Whether speaking of infringement
or validity, what counts in design patent law is the overall
appearance of the claimed design. The point of ornamentality
approach, by limiting a claimed design to specific elements,
runs afoul of this principle.

It Is Unworkable

Moreover, any attempt to dissect and separate an overall
design into elements is unworkable. Most often, and par-
ticularly with modern day design, the elements of a design
are fully integrated into, and inseparable from, the overall
design, making fool’s errands of the point of ornamental-

ity approach’s identification and excision steps. For example,
consider a claim covering the ornamental handlebar depicted
in figure 9. The claimed design is an example of the seam-
less melding of form and function. While a court might go
through the point of ornamentality exercise. the reality is that
it is impossible to meaningfully identify and surgically sepa-
rate ornamental and functional elements.* In short, factoring
out and ignoring functional portions is an artificial enterprise
that not only can distort the claimed design, but also, practi-
cally speaking, is an unworkable approach.

Figure 9

It Undermines the Statutory Presumption of Validity
Factoring out functional elements of a claimed design risks
undermining both the validity and enforceability of design
patents. Once a design patent application emerges from
USPTO examination, an issued design patent enjoys a pre-
sumption of validity, just like any other patent.™

As initial matter, at the USPTO, the patentability determi-
nation for a claimed design is premised solely on the overall
appearance of the depicted design.” Yet, the presumption of
validity and its underpinnings easily fall apart under the point
of ornamentality approach because a judicially construed
claim (with portions of the whole “factored out™) may be fun-
damentally different from the claim examined and issued by
the USPTO. This conflict can be illustrated with a simple
example (see fig. 10).

— 1. lid—functional
‘-_____/

2. cup—functional

B base—functional\

Figure 10

Assume that the image on the left is the design exam-
ined during prosecution and ultimately issued as the patented
design. During prosecution, the USPTO examines only the
overall appearance of the design. During claim construction
under the point of ornamentality approach, assume a district
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court determines that certain elements are “functional” and
thus must be “‘factored out.” For example, those elements
might be the (1) lid, (2) cup, and (3) support base. (See

the image on the right with deemed “functional” elements
shown in broken lines.) With only the handle remaining after
claim construction, questions regarding the patent’s validity
abound. Has the claim been inadvertently broadened? Is just
the remaining handle itself novel? Nonobvious? Ornamental?
Should the presumption of validity apply to a construed claim
that has so little resemblance to the claim that was before

the USPTO? Keep in mind that the USPTO only examined
the overall appearance of the entire depicted design for pat-
entability, not just the handle in isolation. This potential
disparity in claim scope irreconcilably upsets the presumption
of validity and its underpinnings. For this reason alone, the
point of ornamentality approach should be abandoned.

it Provides for Unwanted Piecemeal Invalidiry Attacks

Taken to its logical conclusion, the point of ornamentality
approach could yield a result where, upon claim construc-
tion, each and every individual element of the design patent
is found to be “functional.” For instance, and continuing with
the same cup example above, what if the district court con-
cludes that the handle is functional as well? Under these
facts, the claim is whittled away to nothing, effectively neu-
tering the enforceability of an issued design patent without an
invalidity challenge ever having been mounted.

Of course, invalidity challenges are confronted with the
demanding safeguards that cloak a presumptively valid
design patent, including most importantly the “clear and
convincing” evidence standard.>® The point of ornamental-
ity approach provides an unwanted backdoor validity attack
made under the guise of claim construction where the lesser
preponderance evidentiary standard applies.

It Takes the Issue Away from the Fact Finder

Whether in the context of infringement or validity, it is the
responsibility of the fact finder, not the court through claim
construction, to discount the functional attribute, purpose

or characteristic of the claimed design.”” Placing the analy-
sis with the fact finder is consistent with the Federal Circuit’s
holdings on the issue of statutory functionality. The Federal
Circuit has consistently held that the issue of statutory func-
tionality 1s a question of fact.”™ In short, all issues regarding
functionality properly reside with the fact finder, not the court
as part of claim construction.”

Conclusion

Statutory functionality and claim construction functionality
are distinet doctrines directed at different objectives that need
to be clearly defined for an effective and reliable design pat-
ent system.

For statutory functionality, the prevailing multiplicity of
forms approach (1) stays true to the language of the statute
and spirit of a subject matter eligibility provision, (2) ade-
quately safeguards against using design patents to monopolize
functional ideas, and (3) brings reasonable and desirable cer-
tainty to an otherwise grey area of the law. To bring even more
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certainty to the issue, the Federal Circuit should confirm that
this test should be used on an exclusive basis.

With respect to claim construction functionality, the point
of ornamentality approach is unnecessary, fatally flawed and
should be abandoned. The solution is to provide clear author-
ity that design patents do not protect the functional attributes,
purposes or characteristics of an article of manufacture, but
rather only protect the overall appearance of the claimed design
depicted in the drawings. Courts should not as part of claim
construction attempt to identify and factor out functional fea-
tures, elements or portions of the ornamental whole design. m
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