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Major Changes to U.S. Trade
Mark Law Will Result in

the Cancellation of Many
Registrations; What You Need
to Know

McAndrews, Held & Malloy, Ltd.

It is a fundamental principle of U.S. trade mark law that a trade
mark registration will only be granted if the trade mark is in
use in U.S. commerce on or in connection with the goods and
services in the trade mark application. Further, the trade mark
registration will only be maintained for as long as the trade mark
remains in use. Unfortunately, too many parties have mistak-
enly, carelessly, or fraudulently submitted declarations of use
in order to obtain trade mark protection or to maintain that
protection for a trade mark that, in fact, is not being used on or
in connection with some or all of the goods and services in the
application or registration. Thus, there is a growing number of
trade mark registrations on the Trademark Register that have
cither been obtained or maintained improperly and that are
preventing the use and registration of legitimate trade marks.

The U.S. Patent and Trademark Office (“USPTO”) has
implemented a number of new procedures in an attempt to
ensure that the Trademark Register only includes trade marks
that are currently in use and does not contain registrations that
should not be maintained or should not have been granted in the
first place. This will safeguard the accuracy of the Register and
ensure that businesses can clear and register their trade marks
with confidence.

In November 2017, the USPTO instituted a post-registration
audit program to check the accuracy of existing registrations.
And, more recently, the USPTO began implementing the new
expungement and re-examination procedures created by the
Trademark Modernization Act of 2020 (“TMA”).

Lack of awareness of these procedures can be costly, delay or
prevent the granting of a registration, and/or result in a missed
opportunity to contest the registration of a conflicting trade
mark. Thus, trade mark owners and practitioners need to be
aware of these new procedures and how they impact trade mark
practice in the U.S.

USPTO Audit Program

The USPTO has implemented a program that randomly audits
trade mark registrations after a declaration of use has been filed
with an application to renew the registration. The purpose of
the audit program is to check existing trade mark registrations
and ensure that the trade marks are still being used on or in
connection with all of the goods and services identified in the
registration.

A registration may be audited if it meets the following

requirements:
1. the registrant filed a declaration of use; and
2. (a) the registration includes at least one class with four or

more goods or services; or (b) the registration includes at
least two classes, each with two or more goods or services.

Trade Marks 2022

Chapter 2

Ron DiCerbo

If a registration is selected for audit, the USPTO will issue
an audit letter identifying two goods or services from each
audited class to be audited. The registrant then has six months
to respond to the audit letter by submitting proof that each of
the audited goods and services is in use in U.S. commerce.

The level of proof required to show use of a trade mark in
response to an audit letter is higher than the level of proof
required to show use of a trade mark in support of a declaration
of use. For example, while an image of a label or tag that is used
on the goods is acceptable for filing with a declaration of use, in
response to an audit letter the registrant will need to submit an
image showing use of that tag or label on the goods.

If the registrant can respond to the audit letter and establish
that the trade mark is being used on or in connection with all of
the audited goods and services, the USPTO will issue a notice of
acceptance and the audit is concluded.

However, if the registrant cannot establish that the trade
mark is being used on or in connection with an audited good or
service in a particular class, and there are other goods or services
remaining in that class, the USPTO will issue an office action
requiring the registrant to submit proof that the trade mark is
being used on or in connection with a// of the goods or services in
that class for which the registrant has not provided proof of use.

Further, if the registrant responds to the audit letter or office
action and deletes a good or service from the registration, the
registrant will be required to pay a fee of $250 for each class in
which a good or service is deleted. In addition, the registrant
may also be subject to a $100 deficiency surcharge. Whether a
surcharge is due is determined by the date when the registrant
filed its declaration of use and the date the registrant responded
to the audit letter and deleted a good or service.

If the registrant does not respond to the audit letter or office
action by the deadline, the audited registration will be cancelled
in its entirety.

Recommendation: Audits are random and unavoidable.
However, a trade mark owner can avoid incurring audit fees by
deleting those goods and services that are no longer in use from
a registration prior to or when a declaration of use is filed to
maintain the registration.

Trademark Modernization Act of 2020

The TMA was enacted on December 27, 2020. It is the first

update of U.S. trade mark law since 1998 and it makes several

major changes to the procedures at the USPTO. Some of the

notable changes instituted by the TMA are:

m it establishes two new proceedings to cancel unused trade
marks;

m it formalises letter-of-protest procedures that allow third
parties to submit evidence in a pending trade mark exami-
nation; and
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m it restores the presumption of irreparable harm for trade
mark infringement plaintiffs.

On November 17, 2021, the USPTO issued its regulations
implementing the provisions of the TMA. Most of the new regula-
tions went into effect on December 18, 2021. There are, however,
a few exceptions, such as the shorter office action response times,
that will not go into effect until December 1, 2022.

Inter Partes Cancellation Proceedings

Prior to the enactment of the TMA, the only USPTO proce-
dure available to remove the registration of a trade mark that is
no longer in use was a petition for cancellation. A cancellation
proceeding is a legal case, similar to a civil lawsuit, in which a
plaintiff or “petitioner” can seck the cancellation of a defend-
ant’s trade mark rights. This is different from a trade mark
opposition proceeding, which occurs before the trade mark
registration has been granted.

A petition to cancel a trade mark registration is filed with the
USPTO Trademark Trial and Appeal Board (“T'TAB”). While
the TTAB follows most federal evidentiary rules, it has its own
set of rules governing the procedures for cancellations. The
main difference between a TTAB and a traditional trade mark
infringement proceeding in a court is that the TTAB only secks
to answer one question — should the defendant be stripped of
its trade mark rights? The TTAB cannot issue an injunction
ordering the defendant to cease its use of a trade mark nor can
the TTAB award monetary damages.

Further, there are no in-person court hearings during a TTAB
cancellation proceeding. The entire proceeding is conducted in
writing, through the digital submission of evidence, motions,
and trial briefs using the TTAB’ Electronic System for
Trademark Trials and Appeals (“ESTTA”) system.

A petition to cancel a trade mark registration may be filed
within five years of the trade mark registration date. It may also
be filed at any time upon the abandonment of the trade mark, if
fraud in the acquisition of the trade mark registration is alleged,
or when the mark is alleged to be generic.

In order for a petitioner to proceed with a cancellation
proceeding, the petitioner must first demonstrate that it has
“standing”, or a legitimate interest in the case. This means
the petitioner must have a personal interest in the cancella-
tion proceeding and a reasonable basis to believe that it will be
damaged. The petitioner must then make a prima facie case estab-
lishing why the trade mark registration should be cancelled via
a preponderance of the evidence. Once the petitioner has met
the above requirements, the burden shifts to the defendant who
must counter the claims made by the petitioner.

One of the available bases for cancellation of a trade mark
registration is the abandonment or non-use of the registered
trade mark. If a trade mark application was filed under Section
1(a) of the Trademark Act, asserting that the trade mark is in
use in commerce, and the trade mark was not actually in use
on some or all of the goods or services identified in the trade
mark registration on or before the date of filing, the registration
would be susceptible to a non-use challenge. Further, if the peti-
tioner can prove that the trade mark has not been used for three
consecutive years, that non-use constitutes prima facie evidence
of abandonment.

After a petition for cancellation is filed, the TTAB will issue
a trial schedule with evidentiary and briefing deadlines span-
ning 12 to 18 months for each party. Most trade mark cancel-
lations take 30 to 36 months from start to finish. During that
time, the parties will exchange discovery, take depositions, and
then submit trial briefs. In a strongly contested trade mark
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cancellation, there can also be extensive motion practice. Thus,
a cancellation proceeding can be expensive for both plaintiffs
and defendants. Accordingly, the filing of a cancellation is
not entered into lightly and many cancellation proceedings are
resolved before the parties engage in discovery. For this reason,
the USPTO cannot rely on the cancellation process alone as a
means to remove registrations that should not be maintained or
should not have been granted in the first place.

The TMA has created two new ex parte proceedings that can
be used to cancel trade mark registrations, in whole or in part,
on the basis of non-use. Petitioners are now able to file a peti-
tion to “expunge” a trade mark registration that should not have
been granted. Petitioners can also request that the USPTO
“re-examine” trade mark registrations.

Ex Parte Expungement

The new expungement proceeding allows a petitioner to seek
the cancellation of some or all of the goods and services iden-
tified in a registration if the trade mark has never been used in
commerce on or in connection with those goods and services.

Until December 18, 2023, expungement may be requested
for any registration that is at least three years old. Thereafter,
expungement proceedings can be filed between three and 10
years after the issuance of a registration.

The filing of a request for expungement is much simpler,
quicker, and cheaper than engaging in an inter partes cancellation.
The petition for expungement is filed through the USPTO’s
Trademark Electronic Application System (“TEAS”). The
USPTO then proceeds with the expungement proceeding with
little or no further involvement by the petitioner.

The petition for expungement must include the following:

1. The U.S. trade mark registration number of the subject
registration.

2. A statement that the basis for the petition for expunge-
ment is that the registered trade mark has never been used
in commerce on or in connection with some or all of the
goods and/or services identified in the registration.

3. Identification of each good and/or service in the subject
registration for which expungement is requested.

4. A verified statement establishing that a reasonable inves-
tigation was conducted to determine whether the trade
mark has been used in commerce on the goods or services
subject to the petition for expungement.

5. A concise factual statement explaining the basis for the
petition, including any additional facts that support the
allegation of non-use of the mark on or in connection with
the relevant goods and services.

6.  The name, domicile address, and email address of the peti-
tioner or its attorney. For non-U.S. domiciled petitioners,
the designation of a U.S. attorney is required.

7. The required fee of $400/class.

If the petition does not satisfy all of the above requirements,
the USPTO will issue a letter that gives the petitioner 30 days to
perfect the petition.

Ex Parte Re-examination

The new re-examination proceeding allows a petitioner to seek

the cancellation of some or all of the goods and services in a

registration on the ground that the trade mark was not in use on

or before the following relevant dates:

m  If the underlying application was filed based on the use of
the trade mark in U.S. commerce, the relevant date will be
the filing date of the application.
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m  If the underlying application was filed based on an intent to
use the trade mark in U.S. commerce, the relevant date is the
later of the date that an amendment to allege use was filed or
the date that the deadline to file a statement of use expired.

The re-examination proceeding must be instituted during the
first five years that a trade mark is registered.

As with expungement, the petition for re-examination must
be filed through the USPTO’s TEAS. Once filed, the USPTO
proceeds with the re-examination proceeding with little or no
further other involvement by the petitioner.

The petition for re-examination must include the following:
1. The U.S. trade mark registration number of the subject

registration.

2. A statement that the basis for the petition for re-exam-
ination is that the registered trade mark was not in use
in commerce on or in connection with some or all of the
goods and/or services identified in the registration on or
before the relevant date, which, for any particular goods
and/or services, is determined as follows:

m  Use-based application — the application filing date.

m  Intent to use-based application — the later of the filing
date of the amendment to allege use or the expiration
of the deadline to file a statement of use, including all
extensions.

3. Identification of each good and/or service in the subject
registration to be expunged.

4. A verified statement establishing that a reasonable investi-
gation was conducted to determine whether the trade mark
has been used in commerce on or in connection with the
goods or services subject to the petition for expungement.

5. A concise factual statement explaining the basis for the
petition, including any additional facts that support the
allegation of non-use of the mark on or in connection with
the relevant goods and services.

6. The name, domicile address, and email address of the peti-
tioner or its attorney. For non-U.S. domiciled petitioners,
the designation of a U.S. attorney is required.

7. The required fee of $400/class.

If the petition does not satisfy all of the above requirements,
the USPTO will issue a letter that gives the petitioner 30 days to
perfect the petition.

Reasonable Investigation

To support the allegation of non-use in a petition for expunge-
ment or re-examination, the petitioner must perform a “reason-
able investigation” to identify any use of the contested goods and
services in U.S. commerce. A “reasonable investigation” will
change depending on the specific goods and services identified
in the registration being petitioned. The USPTO has explic-
itly stated that, “[a]s a general matter, a single search using an
internet search engine likely would not be considered a reason-
able investigation”. However, a comprehensive and exhaustive
search is also not required.

In general, the investigation must be “likely to reveal use of
the mark in commerce” on or in connection with the relevant
goods and services. Therefore, the investigation should focus
on the likely trade channels of the particular goods and services
and advertising that the registrant would likely use to promote
those goods and services. The petitioner must then submit a
statement describing the investigation that was performed,
providing the sources searched, when searches were conducted,
and what evidence/information was found by the search, if any.

Appropriate sources for a reasonable investigation include,
but ate not limited to:

[ Federal and State trade mark records;
m  internet websites and other media likely to or believed to
be owned or controlled by the registrant;
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®m  internet websites, other online media, and publications
where the relevant goods and/or services likely would be
advertised or offered for sale;

®m  print sources and webpages likely to contain reviews or
discussions of the relevant goods and/or services;

m  records of filings made with or of actions taken by any
Federal or State business registration or regulatory agency;

m  the registrant’s marketplace activities, including, for
example, any attempts to contact the registrant or purchase
the relevant goods and/or services;

[ records of litigation or administrative proceedings reason-
ably likely to contain evidence bearing on the registrant’s
use or non-use of the registered mark; and

®m  any other reasonably accessible source with information
establishing that the mark was never in use in commerce
(expungement) or was not in use in commerce as of the
relevant date (re-examination), on, or in connection with
the relevant goods or services.

If the reasonable investigation requirement seems uncertain,
that is because it is. Until the TTAB issues a number of deci-
sions establishing what is and what is not required for an inves-
tigation to be reasonable, parties will need to err on the side of
caution and conduct investigations that are more comprehensive
than may be necessary.

The Expungement / Re-examination
Proceeding

After a petitioner files a petition for expungement or re-exam-
ination, the USPTO will issue an office action notifying the
registrant or its attorney about the petition. The registrant will
then have three months to file a response. The registrant may
also request a one-month extension for a fee of $125.

The registrant’s response to the office action must provide
evidence of use, information, exhibits, and/or declarations to
rebut the allegation of non-use. Alternatively, the registrant may
provide evidence of excusable non-use if the basis for the regis-
tration of the trade mark was Section 44 (based on a non-U.S.
registration) or Section 66 (a request for protection of an inter-
national registration).

The registrant may also respond to the office action by
deleting some or all of the goods/services listed in the registra-
tion. However, if the registrant has already filed a declaration of
use pursuant to Section 8 or 71, a fee may be required to delete
some or all of the goods/services.

If the registrant successfully (1) demonstrates sufficient use
to rebut the allegations of non-use, (2) demonstrates excus-
able non-use for a registration based on Section 44 or 66, or (3)
deletes goods and/or services such that no goods or services
remain at issue, the proceeding will be terminated and the
USPTO will issue a Notice of Termination.

However, if the registrant’s response fails to establish that the
trade mark is in use on the contested goods and services, or
fails to comply with all requirements, the USPTO will issue a
final office action. The registrant will then have three months
(non-extendable) to submit a request for reconsideration or
appeal to the TTAB. Should the registrant fail to respond or to
overcome the final office action, the USPTO will issue a Notice
of Termination, noting the goods and services for which use was
not established. The USPTO will also issue an order cancelling
the registration in whole or in part.

Estoppel

Upon termination of an expungement proceeding where it
has been established that the registered mark is or was used in
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commetce on ot in connection with any of the goods/services at
issue, no further ex parfe expungement proceedings may be insti-
tuted for the same goods or services.

Similarly, upon termination of a re-examination proceeding
where it was established that the registered mark was used in
commerce on or in connection with the goods/services at issue,
on or before the relevant date at issue in the proceeding, no
further ex parte re-examination proceedings may be instituted
for the same goods or services.

However, if a subsequent proceeding identifies new goods
or services not addressed in a prior proceeding, the subsequent
proceeding may proceed with respect to the new, non-identical
goods and services.

The New Expungement and Re-examination
Proceedings Benefit Legitimate Trade Mark
Owners

In addition to promoting the integrity of the Register, the new
cancellation proceedings offer some key benefits to legitimate
trade mark owners:

m  Standing. There is no standing requirement in the new
proceedings; any party may challenge a trade mark regis-
tration. Further, the petitioner is not required to identify
the real party in interest in the new proceedings. This is
different from a cancellation proceeding where the peti-
tioner must establish a real interest in the proceeding and
a reasonable basis for its belief that continued registration
will cause the petitioner harm.

m  Anew ground for cancellation. A party may now request
cancellation of a trade mark registration based on the new
ground of expungement, namely, that the mark has never
been used in commerce.

m  Cost. Since the petitioner does not participate in the
expungement or re-examination proceedings, other than
to file the petition, these new proceedings should provide
a faster, more efficient, and less expensive alternative to

engaging in znter partes cancellation proceedings before the
TTAB.

Potential for a Negative Impact on Legitimate
Trade Mark Owners

Despite the USPTO’s best intentions, the new expungement and
re-examination proceedings can have a negative effect on legiti-
mate trade mark owners:

m  Abuse of the new procedures. Applicants who seek to
protect a trade mark in a competitive field will likely be the
target of these new proceedings. This will result in addi-
tional costs to defend and maintain a trade mark registra-
tion. This is especially true if the goods and services listed
in the registration are not widely advertised or provided
through traditional channels of trade.

m  Increased effort. Trade mark owners are going to need
to be extra diligent to ensure that they began using their
marks in U.S. commerce before the relevant dates for each
proceeding,.

Recommendation: As a best practice, applicants should
gather specimens for every good and service listed in their
application and make sure they are available for later use. When
applying for trade mark protection and submitting specimens
of use, trade mark owners should also make sure they do not
submit marketing images or an image that has been manipu-
lated in any way.
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Letters of Protest

Letters of protest are an effective tool in U.S. trade mark prac-
tice to contest another party’s application. A party can submit
evidence to the USPTO during the examination of another
party’s trade mark application, hoping to persuade the exam-
ining attorney to refuse registration of the trade mark. However,
since the USPTO did not have a formal process in place for
submitting and reviewing letters of protest, this tool has histor-
ically been underappreciated and underutilised.

The TMA formally codifies the procedure for submitting
letters of protest and evidence against pending applications.
These newly formalised procedures are not very different from
what has been the informal practice, but they do give the process
statutory authority and lay out what the USPTO requires in the
letter of protest.

The letter of protest is best used in circumstances when the
evidence that should prevent registration of a trade mark is clear
and does not require significant argument to explain. Typically,
aletter of protest is submitted by a party who believes the exam-
ining attorney should have cited their trade mark registration
against a pending application or believes that a trade mark
should be held to be generic.

Aletter of protest can also be submitted if an applicant’s spec-
imen of use is not actually used in commerce. To support a
claim of non-use, the letter of protest must include evidence
demonstrating one or more of the following:

m  Third parties use the same image without the trade mark
in question.

m  The specimen was digitally created or altered.

m  The specimen was not in use on or prior to the date it was
submitted.

Letters of protest must be submitted to the Director of the
USPTO through the USPTO’s TEAS and must include a fee
of $50.

The letter of protest must include the legal grounds for
refusing registration, evidence supporting the stated grounds,
and a short description of the evidence. The timing of the
letter of protest determines the amount of evidence required to
support the allegations in the letter. If the letter is filed before
the trade mark application is published, the evidence only needs
to be relevant to the stated reason(s) for why registration should
be refused. If, however, the letter is filed after the trade mark
application has published, then the evidence must establish a
prima facie case for refusing registration.

The Director’s office then has two months to determine
whether the evidence should be included in the application’s
record. If the Director determines that the third-party evidence
should be included in the record of the application, only the
evidence and the ground for refusal will be included. The
Director’s decision whether or not to include the offered evidence
in the record of an application is final and non-reviewable.

Letters of protest are a useful and efficient tool for contesting
a trade mark application. Unlike znter partes opposition proceed-
ings, the petitioner only prepares and files the letter of protest. If
the letter is accepted, the USPTO asserts the grounds for refusal
against the contested trade mark application with no further other
involvement by the petitioner. Thus, this procedure is a more effi-
cient and less expensive alternative to contesting an application
through an znter partes opposition proceeding before the TTAB.

Recommendation: Since the Director’s office has two
months to act on a letter of protest, it is best to submit the letter
as soon as possible. To make the best use of the letter of protest
procedure, trade mark owners should implement a trade mark
watch to identify applications that seek to register potentially
conflicting trade marks early in the application process.
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Presumption of Irreparable Harm

The TMA also resolved an existing dispute between U.S. courts
regarding the availability of injunctive relief in trade mark cases.
This dispute arose following the U.S. Supreme Court’s ruling
in eBay Inc. v. MercEscchange, 547 U.S. 388 (2006), which limited
the ability for successful patent infringement plaintiffs to obtain
injunctive relief to those instances where they could demon-
strate: (1) irreparable injury; (2) inadequacy of available legal
remedies; (3) balancing of hardships favouring equitable relief;
and (4) that public interest would be served by an injunction.
Since the ruling in eBay, courts have been split on whether a
trade mark owner is presumed to suffer irreparable harm upon a
finding of infringement.

The TMA resolves the circuit split and establishes that
trade mark infringement plaintiffs shall be entitled to a rebut-
table presumption of irreparable harm upon a finding of trade
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mark infringement or likelihood of success on the merits.
This reduces the evidentiary burden on trade mark owners for
obtaining injunctive relief to protect their trade mark rights.

Consequently, the TMA provides a powerful tool for trade
mark owners to prevent continued infringement. A trade mark
owner who proves infringement will enjoy a favourable legal
presumption that the harm caused by continued infringement
will be irreparable.

Conclusion

Overall, trade mark owners should be pleased with the efforts
of the USPTO to improve and maintain the integrity of the
Register. Further, the new cancellation procedures and codi-
fication of the letter of protest procedure provide trade mark
owners with more efficient and cost-effective means to contest
the applications and registrations for conflicting marks.
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South Africa. His litigation experience includes due diligence review of IP rights, pre-litigation dispute resolution, discovery, claim construc-
tion, and trial and appellate practice.

McAndrews, Held & Malloy, Ltd. Tel: +1312 7758193

500 W. Madison St., 34 floor Email: rdicerbo@mcandrews-ip.com
Chicago, IL 60661 URL: www.mcandrews-ip.com
USA

McAndrews, Held & Malloy is a premier, full-service intellectual property
law firm. Some of the world's largest and most iconic companies, as well
as other businesses and innovators of all sizes and in virtually every field, W
rely on McAndrews to handle complex, high-stakes matters. The firm has

secured victories worth billions of dollars for its clients. MCAndrews

www.mcandrews-ip.com
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Current titles in the ICLG series

Alternative Investment Funds
Anti-Money Laundering

Aviation Finance & Leasing

Aviation Law

Business Crime

Cartels & Leniency

Class & Group Actions

Competition Litigation
Construction & Engineering Law
Consumer Protection

Copyright

Corporate Governance

Corporate Immigration

Corporate Investigations

Corporate Tax

Cybersecurity

Data Protection

Derivatives

Designs

Digital Business

Digital Health

Drug & Medical Device Litigation
Employment & Labour Law
Enforcement of Foreign Judgments
Environment & Climate Change Law
Environmental, Social & Governance Law
Family Law

Fintech

Foreign Direct Investment Regimes

= |

§
#

Franchise

Gambling

Insurance & Reinsurance
International Arbitration
Investor-State Arbitration
Lending & Secured Finance
Litigation & Dispute Resolution
Merger Control

Mergers & Acquisitions
Mining Law

0il & Gas Regulation
Patents

Pharmaceutical Advertising
Private Client

Private Equity

Product Liability

Project Finance

Public Investment Funds
Public Procurement

Real Estate

Renewable Energy
Restructuring & Insolvency
Sanctions

Securitisation

Shipping Law

Technology Sourcing
Telecoms, Media & Internet
Trade Marks

Vertical Agreements and Dominant Firms
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